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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 5/4/1 1 
has been entered. 

Response to Arguments 

Applicant's arguments, see Remarks, filed 5/4/11, with respect to the rejections 
of claims 1 and 8-1 1 under 35 U.S.C. 1 1 2, second paragraph and under 35 U.S.C. 
102(b) as being anticipated by Lindbeck have been fully considered and are persuasive. 
Therefore, the rejections have been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of 35 U.S.C. 112, first and second 
paragraph. 

The remainder of applicant's arguments filed 5/4/1 1 have been fully considered 
but they are not persuasive. Applicants argue the amendments to the claims which will 
be addressed in the grounds of rejection below. Applicants reiterative remarks 
regarding the intended use, the functional recitations and the material worked upon, are 
still not persuasive for the many reasons already made of record. 
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Regarding the Delaney reference applicants have completely misconstrued the 
reference. It is noted that the secondary reference is used as a teaching reference, and 
therefore, it is not necessary for this secondary reference to contain all the features of 
the presently claimed invention, In re Nievelt, 482 F.2d 965, 179 USPQ 224, 226 (CCPA 
1 973), In re Keller 624 F.2d 41 3, 208 USPQ 871 , 881 (CCPA 1 981 ). Rather this 
reference teaches a certain concept and in combination with the primary reference, the 
presently claimed invention is disclosed. As was previously stated "Delaney teaches 
that hydrocarbon direct fuel cells use methanol, ethanol, diesel and/or gasoline as fuel 
(paragraph [0033])". 

Regarding the Yonetsu reference applicants state that "the cartridge recited in 
Applicant's claims is a separate entity from a fuel cell". Said argument is not 
commensurate with the scope of the claims and also contradicts the intended use 
recitation that applicants have added to the preamble of amended claim 12. There is 
nothing in the claims that prohibits the cartridge from being in the same unit as the fuel 
cell and applicants have chosen to use open claim language and therefore more can be 
present in the prior art and still read on the claims as recited. Applicants also state that 
Yonetsu teaches away from a heating element. This statement is not well take because 
it is quite clear that Yonetsu teaches a "vaporization plate" which applicants have 
admitted to, the purpose of said vaporization plate is to heat the fuel to cause it to 
vaporize, so therefore the combination as provided does not teach away as applicants 
submit. 
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The obviousness-type double patenting as being unpatentable over claims 1 1 
and 12 of copending Application No. 10/664,818 (now U.S. Patent No. 7,935,457) is 
withdrawn herewith. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1 and 8-1 1 are rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for a specific interconnect to attach a fuel 
cartridge to a portable powered electronic device that contains a fuel cell, does not 
reasonably provide enablement for an "egress port configured to attach to a fuel cell". 
The specification does not enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make the invention commensurate in scope 
with these claims. As recited in the claims the egress port is attached to a fuel cell, 
however the instant specification does not discuss this feature. In fact the instant 
specification only discusses connecting the egress port to a specific interconnect (for 
example as shown in figure 8), but it does not provide enablement for the egress port 
being connected to a fuel cell. Furthermore as recited instant claim 1 recites that the 
egress port can be connected to any fuel cell at any location which is also not enabled 
by the instant specification. 
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Claims 12 and 14-17 are rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for a specific interconnect to attach a fuel 
cartridge to a portable powered electronic device that contains a fuel cell, does not 
reasonably provide enablement for "a fuel cartridge, configured to deliver an oxidizable 
vapor to a fuel cell". The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make the invention 
commensurate in scope with these claims. As recited in the claims the cartridge is 
configured to deliver an oxidizable vapor to a fuel cell, however the instant specification 
does not discuss this feature. In fact the instant specification only discusses connecting 
the fuel cartridge to a specific interconnect (for example as shown in figure 8), but it 
does not provide enablement for the cartridge configured to deliver an oxidizable vapor 
to a fuel cell. Furthermore as recited instant claim 8 recites that the cartridge can be 
configured to deliver an oxidizable vapor to any fuel cell at any location which is also not 
enabled by the instant specification. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1,8-12, and 14-17 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 1 , recites "the cartridge having the fuel egress port configured to attach to 
a fuel cell". It is unclear how the fuel egress port is "configured" to attach to a fuel cell. 
What is the structural feature that configures the fuel egress port to be able to attach to 
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a fuel cell? Can the fuel egress port be attached to any fuel cell? How is the fuel 
egress port attached to the fuel cell? The Examiner has looked to the instant 
specification for guidance regarding the recitation of this configuration and has found no 
guidance. Therefore amended claim 1 and its dependent claims are indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

Claim 12, recites "a fuel cartridge, configured to deliver an oxidizable vapor to a 
fuel cell". It is unclear how the fuel cartridge is "configured" to deliver an oxidizable 
vapor to a fuel cell. What is the structural feature that configures the fuel cartridge to be 
able to deliver an oxidizable vapor to a fuel cell? Can the fuel cartridge deliver an 
oxidizable vapor to any fuel cell? How does the fuel cartridge deliver an oxidizable 
vapor to the fuel cell? The Examiner has looked to the instant specification for guidance 
regarding the recitation of this configuration and has found no guidance. Therefore 
amended claim 12 and its dependent claims are indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant regards as the invention. 

Claim 1 2 further recites "the fuel that exists the housing as the vapor phase". It is 
unclear how the fuel "exists" the housing. It is clear that fuel can exist, but it is not clear 
how it "exists" the housing. 

Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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Claims 1 and 8-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent No. 4,684,786 hereinafter Mann. 

As seen in the figures 1 , Mann teaches a fuel cartridge 1 2 comprising a housing 
1 7, defining an interior space which confines liquid oxidizable fuel, a fuel egress port 22 
or 40 supported by the housing, which provides egress of fuel from the interior space of 
the housing to an external space of the housing (i.e. the fuel exits the housing), and a 
resistive heating element 26 or 70 disposed in the fuel egress port, wherein the resistive 
heating element is a wire that is disposed in thermal communication with the interior of 
the cartridge and it spaces a vapor portion of the cartridge (i.e. head space) (whole 
document). 

Regarding the recitations in claims 1 and 8 that recite the function of the 
apparatus and the material worked upon by the apparatus or how the apparatus is 
intended to be used. A recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in order 
to patentably distinguish the claimed invention from the prior art. If the prior art structure 
is capable of performing the intended use, then it meets the claim. Furthermore 
because all of the instantly claimed structure has been found in Mann, the apparatus of 
Mann is full capable of the functional and intended use recitations in the instant claims. 
The recitations in claims 1 and 8 reciting the function of the apparatus and the material 
worked upon by the apparatus or how the apparatus is intended to be used are not 
given patentable weight. Applicants are again directed MPEP 21 1 4, 21 1 5 for guidance 
regarding said recitations, which are cited below: 
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Claim Rejections - 35 USC §103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1 and 8-1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mann as applied above, and further in view of U.S. Pre-Grant Publication No. 
2005/0031522 hereinafter Delaney. 

Assuming arguendo that patentable weight is given to the intended use, the 
functional language and the material worked upon in claims 1 and 8, Mann teaches that 
the liquid fuel in the fuel cartridge can be a hydrocarbon such as diesel (see citations 
above). 

Delaney teaches that hydrocarbon direct fuel cells use methanol, ethanol, diesel 
and/or gasoline as fuel (paragraph [0033]). 

Therefore it would have been obvious at the time of the invention to one having 
ordinary skill in the art to feed the diesel in a vapor phase from the fuel cartridge of 
Mann to a hydrocarbon direct fuel cell as taught by Delaney since the claimed subject 
matter merely combines familiar elements (feeding a hydrocarbon such as gasoline to a 
hydrocarbon direct fuel cell that uses gasoline as a fuel) according to known methods 
and does no more than yield predictable results. See MPEP 2141 (III) Rationale A, 
KSR v. Teleflex (Supreme Court 2007). 

Claims 12, 14, 16 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6,506,513 hereinafter Yonetsu in view of GB 2 263 
501 hereinafter Tsoi-Hei. 
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As seen in the figures, Yonetsu teaches a fuel cartridge, that is prismatic in 
shape, having a housing 1 , a fuel egress port 3 that contains a heat producing element 
"a" (i.e. porous carbon vaporizing plate, Figure 2, column 13, lines 16-20), which is also 
in the interior of the cartridge (figures 13-14B) and spaces a vapor portion of the 
cartridge from a liquid reservoir of the cartridge, a bladder 16 (figure 7B) that holds a 
liquid fuel 7 such as methanol (column 5, lines 4-8) that is supplied to a direct methanol 
fuel cell 2 (column 2, line 34 - column 3, line 19, column 4, line 26 - column 5, line 35 
and column 7, line 47 - column 7 line 62). 

Furthermore in column 4, line 50 Yonetsu clearly discloses that the pathway 3 is 
filled with a porous material through which the liquid fuel permeates (also called a fine 
tube that performs capillary function as admitted to by Applicants in the Remarks field 
1 1/4/09) and the porous material is in fluid communication and fluidly connected to the 
liquid fuel holding material called a receiver 5, where the fuel is vaporized before 
entering the unit cell. Therefore the entire path that the fuel flows through before it is 
vaporized at the vaporization plate "a" is considered the "egress port" and since the 
receiver 5 is completely disposed on the vaporization plate "a" the vaporization plate "a" 
is disposed in the path of the fuel being supplied and is therefore "disposed in the fuel 
egress port" as recited in instant claim 1 . 

Yonetsu further teaches in figure 7A a piston 30 (i.e. fuel sealing part) urged 
against the fuel via spring 14 (column 7, lines 48-62). 

Yonetsu does not teach the piston and the bladder in the same embodiment. 
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At the time of the invention it would have been obvious to one having ordinary 
skill in the art to combine the embodiments of figures 7A and 7B of Yonetsu in order to 
provide a fuel cartridge with multiple solutions for properly containing the methanol fuel 
as well as providing sufficient means to push out the fuel through the fuel outlet port 
thereby providing the necessary fuel to the fuel cell in order for the fuel cell to operate. 
The above combination such as a piston urged against a bladder, according to known 
methods by Yonetsu yields the predictable result of providing a sufficient means to push 
out the fuel through the fuel outlet port thereby providing the necessary fuel to the fuel 
cell in order for the fuel cell to operate. See MPEP 2141 (III) Rationale A, KSR v. 
Teleflex (Supreme Court 2007). See also Boston Scientific Inc. v. Cordis Corp. (Fed. 
Cir. 2009) 89 USPQ2d 1704. 

Yonetsu does not teach that the porous carbon vaporization plate is a resistive 
heating element. 

Tsoi-Hei teaches a porous carbon heating element 22 (i.e. resistive heating 
element) that is connected to two electrodes 18a and 18b, which supply the porous 
carbon heating element electrical current that causes the porous carbon heating 
element to produce heat and to vaporize liquid fuel that is supplied to the porous carbon 
heating element (page 4, line 26 - page 5, line 6 and page 6, lines 6-30). 

At the time of the invention it would have been obvious to one having ordinary 
skill in the art to use a porous carbon heating element in place of the porous carbon 
vaporization plate in Yonetsu as taught by Tsoi-Hei in order to provide a vaporizer that 
provides a well prepared charge, stores a minimal amount of fuel, permits accurate fuel 
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metering and that minimizes the effect of wall wetting, thereby enabling a completely 
vaporized fuel stream to the fuel cell that is subsequently preheated that will not lower 
the temperature of the fuel cell when it is supplied to the fuel cell such that the fuel cell 
will operate at its optimal operating temperature. Simple substitution of one known 
element (a porous carbon heating element) for another (a porous carbon vaporizing 
plate) would achieve the predictable results of providing a vaporizer provides a well 
prepared charge, stores a minimal amount of fuel, permits accurate fuel metering and 
that minimizes the effect of wall wetting, thereby enabling a completely vaporized fuel 
stream to the fuel cell that is subsequently preheated that will not lower the temperature 
of the fuel cell when it is supplied to the fuel cell such that the fuel cell will operate at its 
optimal operating temperature. See MPEP 2141 (III) Rationale B, KSR v. Teleflex 
(Supreme Court 2007). 

With regards to the preamble limitation "configured to deliver an oxidizable vapor 
to a fuel cell", said recitation is not given patentable weight because it merely recites the 
intended use of the instantly claimed invention. If the body of a claim fully and 
intrinsically sets forth all of the limitations of the claimed invention, and the preamble 
merely states, for example, the purpose or intended use of the invention, rather than 
any distinct definition of any of the claimed invention's limitations, then the preamble is 
not considered a limitation and is of no significance to claim construction. Pitney Bowes, 
Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305, 51 USPQ2d 1161, 1165 (Fed. Cir. 
1 999). See also Rowe v. Dror, 1 1 2 F.3d 473, 478, 42 USPQ2d 1 550, 1 553 (Fed. Cir. 
1997) ("where a patentee defines a structurally complete invention in the claim body 
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and uses the preamble only to state a purpose or intended use for the invention, the 
preamble is not a claim limitation"); Kropa v. Robie, 187 F.2d at 152, 88 USPQ2d at 
480-81, See MPEP 2111.02. 

Regarding the recitations in claim 12 that recite the function of the apparatus and 
the material worked upon by the apparatus or how the apparatus is intended to be used. 
A recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. Furthermore because all of the 
instantly claimed structure has been found in Yonetsu as modified by Tsoi-Hei, the 
apparatus of Yonetsu as modified by Tsoi-Hei is full capable of functional and intended 
use recitations in the instant claims. The recitations in claim 12 reciting the function of 
the apparatus and the material worked upon by the apparatus or how the apparatus is 
intended to be used are not given patentable weight. Applicants are again directed 
MPEP 21 14, 21 15 for guidance regarding said recitations, which is cited above. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yonetsu 
in view of Tsoi-Hei as applied to claim 12 above, and further in view of Gore. 

Yonetsu does not teach a battery to power the heat-producing element. 

As seen in figures 2 and 2A-2C, Gore teaches a fuel cartridge 206 having a 
housing 230, a heat producing element (i.e. wire) 208, disposed in the cartridge and in 
thermal communication with the cartridge (paragraphs [0039]-[0051]). Gore further 
teaches powering the heat-producing element with a battery (paragraph [0031]). 
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At the time of the invention it would have been obvious to one having ordinary 
skill in the art to use a battery to power the heat-producing element in the fuel cartridge 
of Yonetsu as modified by Tsoi-Hei as taught by Gore in order to provide a system that 
can power the heat-producing element on demand when a sufficient electric load is not 
available from the fuel cell such as at startup in order to vaporize the methanol in the 
cartridge before entering the anode of the direct methanol fuel cell of Yonetsu as 
modified by Tsoi-Hei especially during startup when the fuel cell is cold, so that the rate 
of reaction can be accelerated in the direct methanol fuel cell of Yonetsu as modified by 
Tsoi-Hei thus increasing the overall efficiency of the cartridge and fuel cell system of 
Yonetsu as modified by Tsoi-Hei. If a technique has been used to improve one device 
(using a battery to power the heat-producing element in a fuel cartridge), and a person 
of ordinary skill in the art would recognize that it would improve similar devices in the 
same way (providing a system that can power the heat-producing element on demand 
when a sufficient electric load is not available from the fuel cell such as at startup in 
order to vaporize the methanol in the cartridge before entering the anode of the direct 
methanol fuel cell especially during startup when the fuel cell is cold so that the rate of 
reaction can be accelerated in the direct methanol fuel cell thus increasing the overall 
efficiency of the cartridge and fuel cell system), using the technique is obvious unless its 
actual application is beyond his or her skill. See MPEP 2141 (III) Rationale C, KSR v. 
Teleflex (Supreme Court 2007). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT HODGE whose telephone number is 
(571)272-2097. The examiner can normally be reached on 8:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ula Ruddock can be reached on (571 ) 272-1 481 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Robert Hodge/ 

Primary Examiner, Art Unit 1729 



